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Claim Rejections - 35 USC § 102/103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 . Claims 1-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Flodin ('441 ). Flodin discloses linear polyurethane 
comprising polyisocyanates, polyester diol, diamine chain extenders, and chain terminating 
ethanolamine (Col 1 lines 64-67, col 2 lines 1-7, 11-13, 28-31, and 60). Furthermore, patentee 
discloses an NCO/OH ratio in example 5 that is greater than 2, specifically 4.5:1, and that excess 
diamine can be used resulting in amine termination (Examples 1 and 5, col 2 lines 12-13). 
Patentee shows using the polymer in implants, and in example 1 demonstrates making woven 
mats from fibers, which would be porous. 

2. Finally, regarding applicant's method steps of claim 1 , Flodin explains that the urethane 
prepolymer can be formed at temperatures at or below 60°C wherein the polyesterdiol is added 
drop wise to the aromatic diisocyanate, which is taken to satisfy the language "sufficiently slow 
rate" (Col 4 lines 40-42; col 5 lines 35-38). Therefore, based on the same reactants, 
stoichiometric ranges, and methodology applicants' claimed mechanical properties and polymer 
backbone architecture would be inherently possessed. 

3. Important to note is that when the prior art discloses a product which reasonably appears 
to be either identical with or only slightly different than a product claimed in a product-by- 
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process claim, it is appropriate for the examiner to make a rejection under both the applicable 
sections of 35 U.S.C. 102 and 35 U.S.C. 103 such that the burden is placed upon applicants to 
provide clear and convincing factual evidence that the respective products do in fact differ in 
kind. In re Brown, 59 CCPA 1063, 173 USPQ 685 (1972); In re Fessman, 180 USPQ 324 
(CCPA 1974). Additionally, applicants must come forward with evidence establishing 
unobvious difference between the claimed product and the prior art product. In re Marosi 2819 
USPQ 290. 

Response to Arguments 

4. Applicant's arguments filed 12/07/2008 with respect to the rejection of claims 1-20 under 
35 U.S.C. 1 12 2 nd paragraph have been fully considered and are persuasive; the rejection has 
been removed. 

5 . Applicant's arguments filed 1 2/07/2008 and 2/1 2/2008 with respect to the rejection of 
claims 1-20 under 35 U.S.C. 102(b) and 103(a) have been fully considered but they are not 
persuasive. Applicants argue that the claimed invention is patentable over the prior art because 
while Flodin teaches a linear block polymer produced by adding polyester diol to diisocyanate at 
slow rate, patentee fails to teach the claimed temperature range in absence of catalyst and the 
NCO:OH ratio is limited to 2: 1, and therefore the method of Flodin could not produce "short 
prepolymer molecules." 

6. The examiner notes that column 4 lines 35-37 only discloses an NCO:OH ratio of 2: 1 , 
however this is not a definitive teaching of what the upper limit of said ratio is, as demonstrated 
by example 5 which teaches an NCO:OH ratio greater than 4:1. Furthermore, contrary to 
applicants' remarks stating that the method of Flodin can not produce the "short prepolymer 
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molecule," column 4 lines 35-38 specifically explains that the resulting molecules are "the 
shortest possible prepolymer," (emphasis added). Although the claims are not limited to any 
type of "short prepolymer molecule," the position is taken that the disclosure of Flodin satisfies 
this limitation. 

7. Finally, regarding applicants' remarks concerning the presence of a catalyst and reaction 
temperature, Flodin clearly teaches that catalyst can be absent in the system at reaction 
temperatures of 60°C, therefore the position is maintained that this limitation is satisfied by the 
prior art (Col 4 lines 41-42). 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

9. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN J. GILLESPIE whose telephone number is 
(571)272-2472. The examiner can normally be reached on 8am-5:30pm. 
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11. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

12. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 

B. Gillespie 



